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Re . P1t>87US04 



Dear USPTO, 

Please find attached Applicant's petition for revival of an application for patent. 





Tim Toohey, 

Assistant to Dr. Nancy N. Quan, Esq. 
Vice President and Chief IP Counsel 
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\m reflulreti.ta rBaggruMfi a,wlh 


action of Information unless It dlaolava a valid OMB control number. 


TRANSMITTAL 
FORM 

(to be used for aft correspondence after InttlBt fMng) 


AODlication Number 


10/568054 1 


Filing Date 


07/28/2004 


First Named Inventor 


R Erie Montgomery 


Art Unit 




Examiner Name 




\_ Total Number of Pages- In This Submission 




Attorney Docket Number 


7800bi»5orP10e7US04 J 



ENCLOSURES (Chock all that apply) 


0 FeeTrsramittaPForm 
LZ-J Fee Attached 

1 1 Amendmerrt/Redy 

Q After Final 

EH Affid$vite/dedaraUon(s) 
1 1 Extension of Tine Request 

Express Abandonment Request 
[ 1 Information Disclosure Statement 

j 1 Certified Copy of Priority 
1 1 Documents) 

I - ] Reply to Missing Parts/ 

1— J Incomplete Application 

r - 1 Reply ta Missing Parts 
1 1 under 37 CFR 1 .52 or 1 .53 


I J Drawlng(s) 

I I Licenslng-related Papers 

0 Petition 

I - 1 Petition to Convert to a 

L — f Provisional Application 

j I Power of Attorney, Revocation 

I — I Change of Correspondence Address 

l~l Terminal Disclaimer 

1 I Request for Refund 

I | CD. Number of CDfe) 

I3] Landscape Table on CD 


j — | After Allowance Communication to TC 

I 1 Appeal Communl cation to Board 
1 — J of Appeals and Interferences 

f 1 Appea) Communication to TC 
1 1 (Appeal Notfea, Brief. Reply Brfaf) 

PI Proprietary information 

1 I Status Letter 

( | Other Enclosures) (please Identify 
1 — 1 below): 


I Remarks 

Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR 1 .1 37 
(b) with supporting documents 


SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 


Firm Name 




Signature 




Printed name 


Nancy N. Quan 


Date 







CERTIFICATE OF TRANSMISSION/MAILING 


i hereby certify that this correspondence Is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mall In an envelope addressed to: Commissioner for Patents, P.O. Box 1460, Alexandria, VA 22313-1450 on 
the date shown below; 


Signature 




\Typed or printed name 




Date 


J 



This collection of Informattcn is required by 37 CFR 1.5. The frtfomwtion required to obtain or retain a benefit by the public Which is to fie (and by the USPTO to 
process) an application, Confidentiality Is governed by 3$ U.S.C. 122 and 37 CFR 1.11 and 1.1 4, Thlft coltoetion is estimated to 2 hours to complete, including 
gathering, preparing, and nubmHoYiB the completed application form to the USPTO. Time wilr vary depending upon the Individual case. Any comments on the 
amount of time you rcQuiro to complete this form *nd/or suggestions for reducing this burden. Should be sent to the Chief- information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPIETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

if you need assistance In completing the form, cell 1-Q00-PTO*9199 end select option 2. 
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^ Effect/ vc on 12AW2004, 

Foes pursuant to the ConsbUdGted Appropriations Act 2O0S (H.R 4818), 

FEE TRANSMITTAL 

For FY 2008 


Complete if Kndwn 


Application Number 


10/568054 


Fifing Date 


07/28/2004 S 


First Named Inventor 


R. Eric Montgomery 


Q Applicant claims small entity status. See 37 CFR 1.27 


Examiner Name 
Art Unit 




^TOTAl, AMOUNT OF PAYMENT J ($) 


Attorney Docket No. 


7600D.005 or P1087US04 _J 



METHOD OF PAYMENT (check all that apply) 



□ Check □ Credit Card I J Money Order I.' I None I I Other (please identify): . 

[/] Deposit Account Deposit Account Numbe r 5037 17 Dopor.it Account Name : Discus Dental Impressions 



For the above-identified deposit account, the Director Is hereby authorized to: (check all that apply) 
[/] Charge fe*(s) indicated below Q charge fee(s) indicated below, except for tne filing foe 

0 Charge any addilional fee(9) or underpayments of fee{s) f/1 Cred , t any overpayment 
under 37 CFR 1.16 and 1.17 |Y_j ureu.i^ny overpaym^nw 



WARNING: Information on this form may 
information and authorization on PtO-2038. 



public. Credit card Information should not be Included on this form. Provide credit card 



FEE CALCULATION 



1. BASIC FILING, SEARCH, AND EXAMINATION FEES 



Applicators Typo 



FILING FEES 

Small Entftv 



SEARCH FEES 
_ ^ SfnaH.Enttty 



EXAMINATION FEES 
SjnalLErjtttv 



Feas£a,[g; <fi 



Utility 


310 


155 


510 


255 


210 


105 


Design 


210 


105 


100 


50 


130 


65 


Plant 


210 


105 


310 


155 


160 


80 


Reissue 


310 


155 


510 


255 


620 


310 


Provisional 


210 


105 


0 


0 


0 


0 



2. EXCESS CLAIM FEES 
Eee Description 

Each claim over IQr (including Reissues) 
Each independent claim over 3 (including Reissues) 
Multiple dependent claims 
IgtalCfrlms Mfflns Foe (?) Egj._Pald.ta 

- 20 or HP - n X = 

HP = highest number of total claims paid for, If greater than 20. 
ladop^Claims Extra Claims Foeff} Foe_Pald t$, 
- 3 or HP x = 



_ ^ ! SmftlLEfttlfr 

ESSlEl Ee_e_j_$) 

50 25 

210 105 

370 185 
MgittoteJtepandQrtt Claims 

Foe rs^ Ee_a_Eald_tS. 



FeoKS) 



HP = highest number of frtopendent dalms paid for, if Greater than 3. 

3, APPLICATION SIZE FEE . 

If the specification aifcd drawings exceed 100 sheets of paper (excluding electronically filed sequence or computer 
listings under 37 CFR 132(e)), the application size fee due is $260 ($130 for small entity) tor each additional 50 
sheets or fraction thereof See 35 U.S.C. 41(a)(1)(G) and 37 CFR t J6(s). 
Total 9hq<?ts Extra Shoots Number of oach additional 50 or fraction thereof 
-1QQ* m /50= m (round up to a whole number) x 

4. OTHER FEE(S) 
Non-English Specification, $1 30 fee (no small entity discount) 

Other (e.g., late filing SVTChaj^ejt^fitjtjQjiJoLRev'rval under 37 C>F.R. 1l37fbl 



SUBMITTED BY 



Fees Paid <$) 




Registration No. 
(Aftomoy/Aoenfl 36>24 ^ 



Telep hone (3 10 ) $45 ^ 501 

IE 



Date 



JielSS'S? 10 " bf ^ ^ orrnaH 5 , wwqulnsd 37 CFR 1.196. The information la required to obtain or retain fi benefit by the public whfch Is to file (end by the 

10 TSE* 21 ap ? C3 . PfS? " fl "!T5? - 5i!^ S * C ' 1 22 ftnd 37 CFR 1 ■ 14 - Thte oor,BCtlon » <^™ ted to 30 minutes tocornpiote, 
Z 7nS2?S &n™, ™, V^X^SSL ^^!21 flPP,,C8,te « n to *1* U$PT0 " Thne wU1 *P«*8 upon tho individual esse. Any Comments 
on the amount of time you req^ro to complete the form anoVcr lugooafions for reducing this burden, should be sent to the Chief Information Officer U $ Patent 
B nd Trademark Office, U.S. Department of Cornrnerce, P.O. BO* 1450. Alexandria. VA 25313-1450. DO NOT SEND FEES OR (Sl^LCTEDMrtais TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 completed forms TO THIS 

you neod assistance fn completing the fdm>, call 1-800-PTO-9199 end sefecf option 2. 



PAGE 3/11 * RCVD AT 3/1312008 9:02:04 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/31 * DNIS:2738300 * CSID: * DURATION (mm-ss):02-02 



MAR J3 2008 



PTO/SB/64 (01-08) 
Approved for use through 02/29/2006. OMB 0651-0031 
Da f , j U.S. Patent and Trademark Office; U.S. DEPARTMENT OP COMMERCE 

under WO Paperwork Reduction Act of 1995, no Demon s aw required to respond to a collection <rf information un ess jt displays a valid OMB control number 



PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT 
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) 



Docket Number (Optional) 
7SO0b.005 orP10fi7US04 



First named inventor: R Eric Montgomery 

Application No.: 10/5*8054 pj\ unit 

Filed; 07/28/2DQ4 Examiner: 
Title' Com P° s ' i ' dn5 ' Methods, Devices and Kits for Malntafnnrg or Enhancing Tooth Whitening 



Attention: Office ctf Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
FAX (571)273-8300 



NOTE: If information or assistance is needed in completing this form, please contact Petitions 
Information at (571) 272-3282. 

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or 
action by the United States Patent and Trademark Office. The date of abandonment is the day after the expiration 
date of the period set for reply in the office notice or action plus an extensions of time actually obtained. 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 

NOTE: A grantabte petition requires the following items: 

(1) Petition fee; 

(2) Reply and/or issue fee: 

(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications 
filed before June 8, 1995; and for all design applications; and 

(4) Statement that the entire delay was unintentional. 

1. Pelition fee 

I (Small entity-fee $ (37 CFR 1.17<m)). Applicant claims small entity status. See 37 CFR 1.27. 

[7] Other than small entity ^ fee $ jsjo (37 CFR 1.1 7{m)) 



2. Reply and/or fee 

A. The rsply and/or fee to the above-noted Office action in 
the form of Petition Under 37 C.F.R. 1.152 



.(identify type of reply): 



B. 



O has been filed previously on 

(2 is enclosed herewith. 

The issue fee and publication fee (if applicable) of $ 

1—1 has been paid previously on \ 

te enclosed herewith. 



63/14 /2608 VBUI11 80080863 503717 
01 FC:1453 1540.00 DA 



II 568054 



SfcT?.? n^^SV™ form ^ W*** for reducing this tartan, atald ; ff «mte ^^i^^^ok^ 
^t^'^V^T^ * CoB,m °rW. P.O. &OX 1450, Alaxandr/a, VA 22313-1*50. Qo NOT SEND FEES ORCOMPLBTED 
FORMS TO this ADDRESS, SEND TO; Mali Stop Petition, Commissioner for Patents. P.O. Box 1450, ^exindrte, VA 2M1 

ff you need assistance in completing the form, cell 1-800-PTQ-91 99 end select option 2. 
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6 Bteifvio 



MAR 



f>T0/SB/64 (01-08) 
Approved forUSO through 01/3l/2Q0a OMB GS51-0031 
n~i .u ^ U.5. Patent find Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Papcrvwrfe Reduction Act of 1865. no psrsons are required to respond tp a crtfectfon of Infamifttiorr unless it displays a valfd OMB eantrol number 

3. Terminal disclaimer with disclaimer fee 



13 2008 



0 Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required. 

[~| A terminal^ disclaimer (and disclaimer fee (37 CFR 1.20(d)) of $ for a small entity or $ 

for other fhan a small entity) disclaiming the required period of time is enclosed herewith (see 
PTO/SB/63). 

4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the 
filing of a grantable petition under 37 CFR 1.137(b) was unintentional. (NOTE: The United States Patent and 
Trademark Office may require additional information if there is a question as to whether either the 
abandonment nr the delay in filing a petition under 37 CFR 1.137(b) was unintentional (MPEP 71 103(c). 
subsections (M1)(C) and (D)).] 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may 
contribute to identity theft. Personal information such as social security numbers, bank account numbers or credit card 
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is nevar required by 
the USPTO to support a petition or an application. If this type of personal information Is Included In documents submitted to the 
USPTO, petitionerstepplicants should consider redacting such personal Information from the documents before submitting them 
to me USPTO. Peiftioner/applicant is advised that the record of a patent application is available to the public after publication 
of the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or Issuance 
of a patent Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO- 
2038 submitted for payment purposes are not retained In the application file and therefore are not publicly available 



Signature 



Mangy N, Quan 



Date 



36248 



Typed or printed name 

8550 Hlguera Street 



Registration Number, if applicable 



Address 



_Culver City, CA 90232 



(310)545-8501 



Telephone Number 



Address 



Enclosures: Fee Payment 
IZl Reply 

[~j Terminal Disclaimer Form 

CZ Additional sheets containing statements establishing unintentional delay 
□ Other 



CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1.8(a)] : 

[ hereby certify that this correspondence is being: 

□ Deposited with the United States Postal Service on the date shown below with sufficient 
postage as first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for 
Patents, P. O. Box 1450, Alexandria, VA 22313-1450. 
I I transmitted by facsimile on the date shown below to the United States Patent and Trademark 
— Office at (571) 273-8300, 



Date 



Signature 



Typed or printed name of person signing certificate 



Page 2 of W 



PAGE 5/11 * RCVD AT 311312008 9:02:04 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/31 * DNIS:2738300 * CSID: * DURATION (mm-ss):02-02 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ©fiNVRAl 0§ftff 

Applicant: BRTTESMILE DEVELOPMENT, INC. ^ ^ ^ ^008 

Application No.: 10/568054 

PCTNo.: PCT/US2004/024070 

For: THERAPEUTIC. RESPONSIVE DENTAL GEL 

COMPOSITION 

Int'l Filing Date: JULY 28, 2004 

Officer. Richard M. Ross 



Certi ficatc of TraneminwnT) 

Date of Ttaramisskm: 

The undersigned hereby certifies that this Transmittal Letter and the paper, as described herein, arc being 
transmitted to the United States Patent and Trademark Office via facsimile under 37 CFR 1.8a to 571-273-8300. 

Date By; 



PETITION UNDER 37 C.F.R. 1.1 82 

Mai) StopPCT 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Attn: Office of the PCT Legal Administration 

Dear Sir: 

In response to the decision on the renewed petition under 37 C.F.R. 1 .47(b) 
dated February 23 , 2007, Applicant hereby petitions for revival, under 37 CFR 
1 , 1 37(b) to respond to this action. 

The instant action notes that "the declaration executed by the inventor is not in 
compliance wit 37 CFR 1.497, in that it feits to properly identify the inventor herein. 
Specifically, the declaration identifies the inventor as Robert Eric Montgomery, while 
the name of record for this inventor is Eric R. Montgomery/' Applicant hereby 
submits a petition under 37 CFR 1.182 to correct the name of the inventor to that set 
forth in the declaration (i.e. Robert Eric Montgomery). 

Accompanying this petition is a fee transmittal form, Please charge any other 
fee required for a complete response associated with this application to be charged to 
our deposit account number 50-3717. 



1 
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Background 

This instant Application was acquired through an Asset Purchase. Agreement, 
the rights to this Application were assigned to Assignee through the Assignment 
Agreement previously submitted. 

Afler receipt of the Notification of Missing Requirements mailed on April 6, 
2006, Applicant attempted on numerous occasions to secure R. Eric Montgomery's 
signature, and was not successful. Therefore, in response, Applicant filed a Petition on 
October 6, 2006, under 37 CF.R, 1.47(b), to accept the international application 
without the signature of the sole inventor. 

Subsequent to the receipt of the decision on the petition, Applicant was able to 
secure a properly executed declaration from the inventor (previously submitted). 

Pctjtio nJbr_CorTCCting tlie name of the inventor under 37 CFR 1 J 82 

Applicant respectfully petitions under 37 CFR 1.182 to correct the name of the 
inventor to that set forth m the declaration (i.e. Robert Eric Montgomery). 

In support of this petition, Applicant hereby encloses a copy of the 
bibliographic page of a US application, claiming priority to the same provisionals as 
the instant PCT application, showing the sole named inventor as R, Eric Montgomery. 
As seen in the previously submitted declaration, the inventor signs his name as R. Eric 
Montgomery, R. being an abbreviation of Robert, as his full name is Robert Eric 
Montgomery, as is clearly showed in the declaration. The inventor's name was 
accidentally transposed during filing of this instant PCT application by the inventor's 
former representative. Since this is clearly an error that was unintentionally 
committed, Applicant respectfully requests that this petition to change the name of the 
inventor to correspond to the declaration be granted. Favorable action is respectftdly 
requested. 

The Rest of This Page is Left Intentionally Blank 



2 
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If this paperwork is considered to be incomplete, the Patent Office is 
respectfully requested to contact the undersigned by telephone collect at 3 10-845- 
8501 in Culver City, California. 



Dated: Of "/ VQ Respectfully Submitted by: 



Nancy N. Quah, Esq. 

Regis. No.: 36, 248 
Britesmile Professional, LLC 
8550 Higuera Street 
Culver City, California 90232 
Direct Line: 310-845-8501 
Facsimile: 310-845-8619 
NancyQ@Discu sDental .com 
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Best Available Copy 



( 



©§W¥«AL RAX 6BN?BR 



SOLE 



MAR 13 2008 

Attorney Docket No. 03 1 94243 



ASSIGNMENT 



WHEREAS, I, R. Eric MONTGOMERY, the undersigned inventor having my 
residence as set forth below, have invented a new invention for: 

THERAPEUTIC RESPONSIVE DENTAL GEL COMPOSITION 

as described and set forth in U.S. Patent Application No. 10/670,950 filed on September 25, 
2003 , preparatory to obtaining Letters Patent of the United States therefor, and 

WI-IEREAS, BRITESMILE DEVELOPMENT, INC., (hereinafter referred to as 
"Assignee"), with its principal place of business at 490 North Wiget Lane, Walnut Creek, 
California 94598, desires to acquire the entire right, title and interest in and to said invention, 
improvements, application and any Letters Patents which may be granted therefor or thereupon, 
together with my and all divisions, continuations, reissues and extensions thereof; 

NO W, THEREFORE, to all whom it may concern, be it known that for good and 
valuable consideration, the receipt and sufficiency of which is hereby acknowledged, I have sold, 
assigned, transferred and set over, and by these presents do sell, assign, transfer and set over, 
unto Assignee, its successors and assigns, the entire right, title and interest in and to said 
invention, improvements, and in and to said application and any Letters Patents which may be 
granted therefor or thereupon, together with any and ail divisions, continuations, reissues and 
extensions thereof, and I authorize and request the Commissioner of Patents and Trademarks to 
issue any Letters Patent which may be granted for or upon said invention or applications, or 
patents resulting therefrom, insofar as my interest is concerned, unto Assignee in accordance 
with this Assignment. 

I will communicate to Assignee, its successors and assigns or their 
representatives, any facts known to me rejecting said invention and improvements; and, at the 
expense of Assignee, I will testify in any legal proceedings relating thereto, sign all lawful . 
papers, execute all divisional, continuing, reissue and substitute applications, make all rightful 
oaths and declarations, and, in addition, execute any and all documents required to vest title in 
Assignee and to aid Assignee to obtain and enforce proper protection for said invention. 



-J-cnYen a ti t tha t T hav e th e ful l right to c nnra yJhe jnteratasaigaedJayjmk. 



Assignment, aad I have not executed and will not execute any agreement in conflict with this 
Assignment 
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• This Assignment shall be binding on the parties' successors, assigns and leeal 
representatives. B 1 



z 



Signature of Inventor: 

Inventor's Name: . REricMONTGO: 

Residence: 815 Pleasant Stre 




Lee, MA 01238 



Citizenship: United States 

Date: Af / 



2 
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MAR 13 




^& Uni ted States FKtent and Trademark Office 
1 — 



UNITED STATES DEPARTMENT 07 COMMERCE 
United State? Pntenl nnd Trnrf*miirk Office 



U.S. APPLICATION NUMBER NO. 



FtftST NAMED APPLICANT 



ATTY. DOCKET NO 



10/568,054 

David M. Quinlan, P.C. 
32 Nassau Street 
Suite 300 

Princeton, NJ 08542 



R Eric Montgomery 



7800b.8005 



INTERNATIONAL APPLICATION NO. 



PCT/US04/24070 



LA. HUNG DATE 


PRIORITY DATE 


07/28/2004 


07/28/2003 



CONFIRMATION NO. 3707 
371 ABANDONMENT/TERMINATION 

LETTER 



Date Mailed: 02/11 £008 



NOTIFICATION OF ABANDONMENT 



The United States : Patent and Trademark Office in its capacity as a Designated / Elected Office (37 CFR 1.495) 
has made tfid following determination; 

• Applicant has failed to respond to the notification of MISSING REQUIREMENTS (Form PCT/DO/EO/905), 
mailed 02/23/2007 within the time period set therein. 

Therefore, the abeve identified application failed to meet the requirements of 35 U>S.C. 371 and 37 CFR 
1,495,and is ABANDONED AS TO THE UNITED STATES OF AMERICA 



TERRY M JOHNSON VESSELS 
Telephone: (703) 308-9) 40 EXT 221 



**** 



page 1 of 1 



FORM f CT/DCVECVB09 (371 AftflncfcWWiBrtl Notlco) 
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